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DETAILED ACTION 
Claim Objections 

1 . Claim 17 is objected to for the phrase "and the first surface life shelf liner." The 
Examiner suggests deleting "life" and inserting the words "of the" to facilitate clarity. 
Appropriate correction is required. 



Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1, 8-10, 12, and 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Friedland et al. (#6,238,762) in view of Aoki et al. (#3,808,091). 

Friedland et al. teach a synthetic shelf liner (see Abstract) comprising a sheet of synthetic 
film (Fig. 4, #32) having on a first side a layer comprising a silicone polymeric material (Fig. 4, 
#37) and having on a second side a layer of repositionable adhesive (Fig. 4, #34). The synthetic 
film layer comprises a polyolefin or a copolyolefin and may be copolypropylene (CoL3, lines 46- 
49). Although Friedland et al. do not explicitly state that the synthetic film layer is a synthetic 
paper, it is notoriously well known in the art that polyethylene, polypropylene, and copolymers 
thereof, are used to form synthetic paper as evidenced by Aoki et al. (Col. 3, lines 14-20). The 
repositionable adhesive comprises a pressure sensitive acrylic adhesive (Col. 4, lines 35-42). 
The synthetic shelf liner is applied to a shelf surface (Col. 2, lines 6-13 and 44-46) - shelf 
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surfaces implicitly being horizontal. The synthetic shelf liner is in the form of a roll and does not 
contain a release sheet to prevent contact between the adhesive and the first surface of the shelf 
liner (Col. 4, lines 52-56; Col. 5, lines 58-64). 

4. Claims 4-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Friedland et 
al. ('762) in view of Aoki et al. 0091), and further in view of Shepherd (#6,025,058). 

Friedland et al. and Aoki et al. teach a synthetic paper shelf liner as detailed above. The 
aforementioned prior art fails to explicitly teach the physical properties and thickness of the 
synthetic paper layer. 

Shepherd, however, teaches a synthetic paper substrate that can be used for the purpose 
of providing an alternative to paper wherein durability and toughness are improved (Col. 1, lines 
25-27) as well as demonstrating an improved printability over prior art synthetic papers (Col. 1, 
lines 37-47; Col. 2, lines 20-22). The synthetic paper comprises a polyolefin film base layer 
(Col. 2, lines 23-30). Depending on the desired end product, a pressure sensitive adhesive 
coating is applied to the surface of the base layer (Col. 4, lines 41-45). The thickness of the base 
layer is between 10 and 500 micrometers (Col. 3, line 6-8) wherein the film exhibits a tensile 
strength in the machine direction of 5203 pounds per square inch and 4842 pounds per square 
inch in the transverse direction (see Table 6). The base primarily comprises a copolymer of 
polyethylene (see Table 1) (note also that polyethylene and polypropylene are functionally 
equivalent as demonstrated by Aoki et al. (Col. 3, lines 14-20)). It would have been obvious to 
one of ordinary skill in the art at the time Applicant's invention was made to have combined the 
aforementioned prior art with Shepherd since each of the aforementioned references are 
analogous insofar as being directed at synthetic polymeric substrate layers - Shepherd providing 
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a comparative advantage over the aforementioned prior art insofar as providing a synthetic paper 
that is both durable and tough and comprises an improved printability. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
applicants invention was made to have modified the aforementioned prior art to include a 
synthetic paper substrate as taught by Shepherd in order to provide an alternative to paper 
wherein durability and toughness are improved as well as demonstrating an improved printability 
over the prior art synthetic papers. 

5. Claims 2, 1 1, and 13 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Friedland et al. ('762) in view of Aoki et al. ('091), and further in view of Ito et al. (#4,623,587). 

Friedland et al. and Aoki et al. teach a synthetic paper shelf liner as detailed above. The 
aforementioned prior art fails to teach the use of a tie coating between the synthetic paper and the 
layer of repositionable adhesive. 

Ito et al., however, teach a multi-layered film material comprising an adhesive layer and a 
layer of polyethylene and polypropylene copolymers (see Abstract). The film further comprises 
a polyethyleneimine tie layer between the adhesive and polyolefin base layer for the purpose of 
increasing the strength of the adhesive bond to the base (Col. 8, lines 3-10). It would have been 
obvious to one of ordinary skill in the art at the time Applicant's invention was made to have 
combined the teachings of the aforementioned prior art along with Ito et al. since each of the 
prior art references are analogous insofar as being directed at bonding an adhesive layer in 
combination with a synthetic polymer layer. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
applicants invention was made to have modified the aforementioned prior art by adding a tie 
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layer between the base and adhesive layer as taught by Ito et al. in order to increase the strength 
of the adhesive bond to the base. 

Response to Arguments 

6. Applicant's arguments, see remarks filed 2/13/04, with respect to claims 1-2 and 4-17 
have been fully considered and are persuasive. The Examiner agrees that there is a clear 
distinction between silica and silicone. The 35 U.S.C. 103(a) rejection of claims 1-17 over 
Sackoff et al. (#4,151,319), Fagan (#4,783,354), Shepherd (#6,025,058), and Aoki et al. 
(#3,808,091) (and further in view of Ito et al. (#4,623,587) and Warp (#4,947,999)) has been 
withdrawn. The Examiner directs the Applicant to the new grounds of rejection above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian P. Egan whose telephone number is 571-272-1491 . The 
examiner can normally be reached on M-F, 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306, 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




